In re Patent No, 6,475,047 Attorney Docket No. 44428-02 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE . 



Patentee; 



Sam Cynamon 



Patent No.: 



6,475,047 



Issue Date: 



November 5, 2002 



Serial No* 



09/785,94! 



Filed: 



February 16, 2001 



For: 



RESCUE DEVICE 



Confirmation No.: 4399 

Petitions Attorney; Patricia Faison-Bajl 



Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, V A 22313 



I, Joanne Rhee, residing at 9 South Browning Avenue, Tenafly, New Jersey 07670, hereby 
declare that: 

I have been employed as a Legal Assistant/Paralegal at law firms specializing in intellectual 
property matters since about November 2001 . 

I was employed as a Legal Assistant/Paralegal to Robert P. Micbal at Frishauf, Holtz, 
Goodman & Chick PC. (FHGC), from April 2009 to April 2010, FHGC, which after Mr. Mi dial's 
departure changed its name to Holtz, Holtz, Goodman & ("hick, P.C., ("Holtz"), is located at 220 
Fifth Avenue, New York, New York 10001. 1 have been employed as a Legal Assistant/Paralegal 
to Robert P. Michal at Lucas & Mercanti LLP ("L&M") since April 2010, when he resigned from 
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FHGC to join L&M. I worked closely with Mr. Michal in the transfer of matters from FHGC to 
L&M, As such, I am very familiar with the circumstances surrounding the transfer of the matters 
from FHGC to L&M. 

During the week of April 12, 2010, FHGC sent out a letter of election signed by both 
Douglas Holtz and Robert P. Michal to each of the FHGC clients for whom Robert P. Michal was 
responsible (see Exhibit 1 Sample letters to client) to advise each client that Mr. Michal was 
resigning from FHGC to join L&M, and to inquire of each client whether their matters should stay 
at FHGC, be transferred to L&M, or be sent to another location. 

On Friday, April 16, 2010, Mr. Sam Cynamon sent his authorization to transfer all of his 
matters from FHGC to L&M (see Exhibit 2). Based on this authorization, FHGC generated a client 
docket report regarding all of Mr. Cynamon' s matters that were being handled by FHGC and 
provided it to Robert P. Michal, (see Exhibit 3). Mr. Michal gave the docket report to me to record 
the physical file transfers from FHGC to L&M. Docket reports were also prepared by FHGC for 
each client that wanted their matters transferred to L&M. 

Mr. Michal and I began employment at L&M on Monday, April 19, 2010. As more than 80 
clients directed their matters to be transferred from FHGC to L&M, and some clients had more than 
30-40 pending matters, I created an Excel chart for each client to provide a concise list of the 
matters that were to he transferred, and to more easily monitor the receipt of files sent from FHGC 
to L&M (see Exhibit 4). The Excel chart was prepared based upon the docket reports that were 
provided by FHGC. The Excel chart that I generated for each client, including Mr. Cynamon, was 
provided to Mr. Michal lor his review along with the docket report provided by FGHC, to confirm 
that all of the matters listed in the docket report were included in the Excel chart. Mr. Michal 
confirmed that all of the matters listed on the FHGC docket report for Mr. Cynamon were included 
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on the Excel Chart. 

The physical files for Mr, Cynamon 5 s matters were received by L&M on Monday, April 19. 
2010, and L&M cross-checked the Excel chart 1 created and the docket report that was separately 
provided by FHGC with the physical files that were received. 

In conjunction with the transfer of responsibility for Mr, Cynamon's matters and all of the 
other client matters being transferred from FHGC to L&M, 1 created new Power of Attorney forms 
for the transferred matters as needed, filed the forms with the USPTO, and filed a Change of 
Correspondence Address for each transferred matter. 

On January 30, 2013, Mr. Michal Informed me that he received a telephone call from Sam 
Cynamon inquiring as to the status of LISP 6,475.047. 1 was told that Mr. Cynarnon inquired as to 
whether the necessary second maintenance fee had been submitted to the U.S. Patent Office in 
connection with USP 6,475,047 to maintain this patent. Mr. Michal requested that I access the 
PAIR system through the Patent Office website. 1 discovered that USP 6,475,047 had expired due 
to the non-payment of maintenance fees under 37 CFR 1.362. I was told by Mr. Michal that he 
confirmed with Mr. Cynamon that Mr. Cynamon did not receive any notification that the 
maintenance fee for USP 6,475,047 was due. 

Thereafter, I checked the L&M records for all of the Sam Cynamon matters that were 
transferred from FHGC to L&M, and discovered that the FHGC office file corresponding to US 
6,475,047 was not transferred to L&M, nor was USP 6,475.047 listed in the docket reports provided 
by FHGC to L&M (see Exhibit 3), As a result, USP 6,475,047 was not entered into the docketing 
records of L&M, nor was a change of correspondence address and attorney/agent information 
submitted to the Patent Office. 
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It is my understanding that we filed a PETITION TO ACCEPT UNAVOIDABLY 
DELAYED PAYMENT OF MAINTENANCE FEE IN AN EXPIRED PATENT on January 31, 
20.13. After we received the Decision on the Petition, a Revocation of Power of Attorney with a 
New Power of Attorney and Change of Correspondence Address was provided to Mr. Cynamon 
and filed with the USPTO on April 2, 2013 (see Exhibit 5), In addition, in accordance with the 
Examiner's suggestion, a "FEE ADDRESS" INDICATION FORM was also filed on May 1,2013 
as well (see Exhibit 5). 

It is my belief that the non-payment of the maintenance fee was due to an. error of the 
original FHGC docket report for Sam Cynamon' s matters which did not include USP 6,475,047 and 
FHGC's failure to transfer the physical file for USP 6,475,047 to L&M, 

After learning of the non-payment of the maintenance fee. I contacted Ms. Catherine Bacon 
of Holtz to request that the physical file for USP 6,475,047 be provided to us. Ms. Bacon provided 
the Patent Office file to me on April 17, 2013. Ms. Bacon advised me that she had previously 
provided a Notice of Patent Expiration in connection with USP 6,475,047 to our firm on or about 
January, 2011. However, we have no record of receipt of this item in our office. 1 note that Ms. 
Bacon did not mention that Holtz received or forwarded to L&M of the USPTO Notice of 
Maintenance Fee Reminder, which would have been issued in time for the appropriate maintenance 
fee to be paid. In reply to our request, the Holtz firm agreed to provide a Statement by Catherine 
Bacon regarding the transfer of responsibility of matters from FHGC to L&M. This is the only 
Statement that was provided by the Holtz firm in connection with this matter. 

I further declare that ail statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
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were made with the knowledge that willful false statements and the like so made are punishable by 
fine of imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that 
such willful false statements may jeopardize the validity of the application or any patent issued 
thereon. 



Date May 1.2013 



~< C. H 

Joanne RHEE 
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Frishauf Holts Goodman a Chick p.C. 

JMTELLSCTUAL PROPERTY LAW 

220 Firm AVENUE, NEW YORK, NY 1 000 1 -7708 



r4ARSMALL J, Check 

RICHARD S, BARTH 
DQUSLA3 HOLTZ 
ROBERT P. MlCi SAJ. - 



April 12, 2010 



Mr, Morris Hassan 
Rubbercycle LLC 
1985 Rutgers Blvd. 
Lakewood, NJ 08701 

Dear Mr. Hassans 



Mr. Robert Micha! will be leading this firm as of April 19, 
2010,. to become a partner of Lucas & Marcanti LLP, 475 Park 
Avenue South, Hew York, Mew York 10016, an if law firm, 

to. Micha! currently handles patent and/or trademark 
matters for you. 

This letter is being sent to inform you of the following 
options with respect to continued legal representation , for 
•matters being handled for you by Mr. Miehals 

You Toay elect to remain a client of this firm ar>d have 
your files remain with this firm; 

You may elect to be represented by Mr. Michai at Lucas 
& Mercanti and have your files transferred to that 
firm; 




(3) You may elect to be represented by this fin* for 
selected matters and to be represented by Mr, Michai 
at Lucas & Mercanti for other selected matters (If you 
select this option, please specifically indr.oate which 
matters are to be handled, by this firm and which 
Hatters are to be handled by Mr, Michai) p 

(4) You may elect to be represented by another 
have your files transferred to that firm; c 

(5) You may requtsaL return of your files directly to yo« 



Mr. Morris Hassan -2- April 12, 2010 



Please indicate your instructions in th© form below and 
return a signed and dated copy of this letter by facsimile to 
both 212-319-5101 and 212-661-8002 . 

Thank you for your attention and cooperation, 




l/W<s hereby gJEercise ^ 
option {<sk } set forth above, 

Print name; POMS W~SS/<hsi 
Date: &/$'/£ofQ _ , 2010 



In re Patent No. 6,475,047 



Attorney Docket No. 44428-02 



EXHIBIT 2 



10 10:44a Suspended Aquatic jVlentor 



973-376-1213 



p.1 



Frishauf Holtz Goodman a Chick p.c. 

SNTEIJLECTUAL PROPERTY LAW 

220 Fifth AVENUE. NEW YORK. NY 1 OOOI -770S 



Leonard Hoixz 
herbert gooomaw 
Marshall J. Chick 

RlCHARO S. BARTH 
DOJ.K^AS HQL.TZ 

robert p. michal. 
of Counsel: 



April 12 f 2010 



"RECEIVED 

APR 1 6 2010 



Mr. Sam Cynair,on 
517 Wyoming Avenue 
Millbum, New Jersey 07041 



Dear Mr. Cynamon: 

Mr. Robert Michal will be leaving this firm as of April 19, 
2010, to become a partner of Lucas & Mercanti LLP, 475 Park 
Avenue South, Mew York, New York 10016, an IP law firm. 

Mr, Michal currently handles patent and/or trademark 
matters for you. 

This letter is being sent to inform you of the following 
options with respect to continued legal representation, for- 
matters being handled for you by Mr. Michal: 

(1) You may elect to remain a client of this firm and have 
your files remain with this firm; 

(2) You may elect to be represented by Mr. Michal at Lucas 
& Mercanti and have your files transferred to that 
firm; 

(3) You may elect to be represented by this firm for 
selected matters and to be represented by Mr. Michal 
at Lucas & Mercanti for other selected matters (if you 
select this option, please specifically indicate which 
matters are to be handled by this firm and which 
matters are to be handled by Mr. Michal); 

{4 5 You may elect to be represented by another firm and 
have your files transferred to that firm; or 

(5) You may request return of your files directly to you. 



Apr 16 10 10:44a 



Suspended Aquatic Mentor 



973-376-1213 



p.2 



Mr. Sara Cynamon -2- April 12, 2C10 



Please indicate your instructions in the form below and 
return a signed and dated copy of this letter by facsimile to 
S>ofcli 212-319-5101 and 212-661 -8 002 . 

Thank you for your attention and cooperation. 



Very truly your 



I /We hereby exercise \ 
option ( ^) set forth above. 



By ; .J. 

Print name : « ^•vi....^.o i t.m.I>:v^ 
Date: ....:(./..] bl Z ' 
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r!/Arllr>l 1 D 



PATENT - POWER OF ATTORNEY 
OR 

REVOCATION OF POWER OF ATTORNEY 
WITH A NEW POWER OF ATTORNEY 
AND 

CHANGE OF CORRESPONDENCE ADDRESS 



Passr-t Number 



Narr-scf investor 



RESCUE DE' 
44428-03 



! hwcoy invoke all pj««viOM«; paweis of .^torney given mjhs s b^^eiyned ^ to ^.^ 



["'1 A Pevw ; 



rn«y is submitted herewith. 



|X{ sUorneyts) of $&>m.s,} wth rism* & «s<* pa*5«i ktetsil&ct above, So tsarssact »!! busies? in 



I hereby appoint Practitioners) named below as my/our attorosy($) or agant{s> with respect to the patent 
...i fiixsv*. and to transact an busies* in t!» LU-^t&cs States Piatent .-ar.d TtaderoarK Office con»iee»d tf***wii 

1 PractifiofseKs) Name [ Registration Num&er 




Privacy Act Statement 



Th* r»r«vA--.y Act of is?4 fP.t. SS-S?S} ^quires mat yoi; be Q**n *-n*in Mttir-Mion in co«neii«vr» 

witb v \ ^ s. wo o* *J< xi J v m <~ ^ 3<a ! «ol application or patent, Accordingly, 

purs-uanl io me i*x.wfiremsou of the Act p^**^ ^ advne-o to*, (i) ihe general aufhonty for She 
ix-l^ctsot-i of tbs-s e 'format^ >s 36 U S 0 2&ii2>. p furnishing of me infomiaiioo solicited « ><oiuntsry, 
and f3) ih-a pdncipai purpose for which tPe ioformatioo Is us&d by tPo U.S Passnt and Tradernori- 
Office is to process ano/or gamine your suhmssston reSateci to s patent application c-s patera if you do 
< f a ha'.vi ^.ko 5 d< i [ k t to*'*-. Put\^ \ ' *t \ Ofbco may not be aPte to 
sw>\*o Lot ~<v ru > f> t< ^^v^ \s mn m<-^ ov v te-rmmafi&n of proceeding s or 
abOodoom*;p; «f the appiioal^n or esp^on of mo patent 

The Woffnat«on provided by you »a this form will be subject to the following routine uses: 

1 'the tendon on -his form wiH be treated certfdontia% to the extent aHowed under the 
R<-eoom of ?^?or^:i?l:on <-^t {ft U.S 0. 552s one the P : =v,scy Act (5 Li <a.C 552=5; R--coc<!s from 
ihts syvtm of records, nvay bt dhdosed to the Department of Justus- to determine whether 
^solcsure of th^aa racords is i«pu*e.d by ine Freedom of ir>fo=;^^?on Act. 

2. A record from trw system of records may be dndos«L as a toctlne use, m ihe course of 
pre-3i.ni on evidence !o a soort, mau-sctate, or admlnt^o.iilve tribuo^l. tnciudh-c; -closures; to 
ODoosm^s co^ti-e: in th& course of ^omeni negotiations 

■* p record m ih ; .; -system of uxordg may be diacsossd, as- routine :■■<.■?>. to a femes;-- o; 
Congress submit^ a request involving an individual, to whom me reoora petains, when -he 
irttKiuuai ha* reques.:0 - J as&stanco from the Member >-vttn tespftct s& the subject master of tf-s 
record. 

4. A ofcord to th,.^- ;.v--ter!'! of >vooo^. rp.«v be diii'iv^i -5: :-5i;?fOf; ose, k- .= cootracto: <o-; 
A'is'i^y having o«:-=!i the irtfof ^o-ion io croe-- io pc-rfcsm a coi-i^tob Reup^rto erf 
itrfoo-rtsjfon shst! be >{?qu!red to comply v,'ith the reGntrsrosnts of ih=5 Privacy Act of 1974, at 
amende*:, t ;:-ri:Ui;of so '5 Li : > C S52a(ro; 

5. A reooid !&i%ied to an PiteinatiortaS Appno?iion filed unUer the Patent Cooperation Tieafv <n 
tbts system of records may b£ dtsok^d. as a rouimo use, to tne iMemation^l Bureau of to* 
World lojfeitsotoaf p!ODi>!tvOrafii0i?arjon pursuant to m& Patent Coopsraiion Treaty 

6. A ro^or; io this tysit^n r ;eeorda may discsos'uJ r*. ft roiftn*.- to aoo:hi?f isoeroi 
agancy foi purposes of Na^or : ai Sowdy rfev«w (3S U S,C 581 > ami <or review pum.aof to 
i Aioo^c £o-?f<.:v Act (42 U.S-C 213{C}>. 

?. A r-aoord from tfj'ts system of records may do oisuotod as a tootle oso, to siio Adminsstt^Jor. 
Oeot-iat Sef\'ice^., or h^H«r oe^ignee doriog sn nn^-cuc-f, of rsoo:ds oooducted by C>s$A ;^ 
p&rt of tna^ agency^ re^poristb^ty to roconiroer^d improvem^nta in rocords oianagor^ont 
r-'on-tlcas ;=od piO-;i;:i-v^ und«r ^=:ioorify o- 4« V S C 2S04 a=-d "308. Sue." e3«sckssur« ->?-5i" 
bs: (---ibis In accordance with the QSA feouiafions, govomiog in&fjection of rewch for Shis 
purpose, and arsy other reiovant p.o„ GSA or Commerce} directive. Such discioioi^ shsl! n<-t 
bo used to make determinatiofss about iwJwWuals, 

8 A tooosxi frcm this systers) of record's may be 0:3tios.e<i, as a rootine u«e to ihe pubiio ofitr 
<rithe< po'btieatton of D'fc <app!icatioo pusFuaoito 36 U.S C 122^b) 0: idsuaoc^ of s oaterst 
pursuant to 35 U S.C 151 Further, a reoord may bo d«^c!og^d, <suhpd fo the it.m:ioiton& of 3? 
CFR 1.1^, as a rom'trso use. to mo public it tPo record waa f;:ed =ti an aps>!ka«on \vi\icn 
bourne abandoned or in which the proceedings, were termtr,aiod and which appifeaiton 
rs{«onc?d by etther a published application, an apphca-ion open to pubiic inspection or an 
issued patent, 

A r&oord ;r£>m ihi 5 *vsfsm o: toc.-;d ? n;ay ;.-o c :k :o«ed, ao o rootino nt,*. to a Fasie-.:! ^ate. 
oi i'x-a; law enforeorT"--!^ agency, ii tho USPTO Do:?omes. s^sra of a. vieisth:-. it ooteoba! 
violation of law or rapuiatiop. 
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